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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3, 5-13, 15-20, 22-27, and 29-36 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over any of United States Patents 2,149,896 to McArdle et al. 
("McArdle") 3,185,161 to Flore et al. ("Flore") and 3,911,932 to Houck Jr. et al. ("Houck") 
in view of United States Patent No. 2,091 ,572 to Swan ("Swan"). Hereinafter collective 
reference to McArdle, Flore, and Houck will be made using the shorthand ("COL") with 
the understanding that each is an independent basis of rejection. 

As for claims 1-3, 6-13, 16-20, 22-23, 25-27, 29-30, and 32-36 COL teaches 
application of a layer of ethyl cellulose to a tobacco wrapper containing tobacco product 
[Houck abstract and col. 2 lines 20-30; Flore example 1; McArdle page 2 col. 1 lines 10- 
45]. Swan teaches what is not expressly taught by COL, namely the application of 



Application/Control Number: 10/773,774 Page 3 

Art Unit: 1731 

multiple coatings on paper with a gravure type process [figure 1]. At the time of the 
invention, it would have been obvious to a person having ordinary skill in the art of to 
use the coating method of Swan (coating drying then coating again) in any of the 
inventions of COL because Swan's invention produces uniform coatings with minimal 
defects [page 2 col. 1 lines 25-50]. COL and Swan are analogous because all relate to 
the coating of paper. Further, because COL recognizes the use of ethyl cellulose as a 
result effective variable for the control of moisture resistance [McArdle col. 1 lines 5-35; 
Flore col. 1 lines 20-35; Houck col. 3 lines 60-68] and the control of permeability of 
paper through measurement of Coresta units is notoriously well known in the tobacco 
manufacturing industry 1 it would be obvious to optimize the amount of coating and the 
number of coats of ethyl cellulose to within desired ranges. 

As for claims 24 and 31 , COL teaches the wrapper composed of one layer of 
paper [Flore col. 1 lines 15-25; Houck figure 2; McArdle col. 1 lines 1-10]. 

As for claims 5 and 15, Swan shows applying the multiple coats to the same side 
of the paper in figure 1. 

Claims 4, 14, 21, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Flore and Swan as applied to claims 2, 12, 18, and 25 above, and 
further in view of the additional disclosure in Flore of applying the protective material 
(ethyl acetate) to both sides of the paper [col. 1 lines 40-50]. 



1 See United States Patents: US 4984589 A, US 4998543 A, US 5033484 A, US 5052412 A, US 5056537 
A, US 5058608 A, US 5060674 A, etc. 
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Response to Arguments 

Applicant's arguments filed January 16, 2007 with regard to Ishino teaching away 
from the present invention have been considered and are deemed perswasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of McArdle, Flore, and Houck as discussed 
above. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John B. Edel whose telephone number is (571) 272- 
4804. The examiner can normally be reached on 8:30 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on (571) 272-1189. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JBE 
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